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Applicant(s) 



Heeney et al 



Examiner 



Mosher 



Art Unit 

1648 



- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE three MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36 (a). In no event, however, may a reply be timely filed 

after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will 

be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this 

communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133) 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 

earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 ) K Responsive to communication(s) filed on 1/9/2002, 10/19/2001 . 

2a) □ This action is FINAL. 2b) ^ This action is non-final. 

3)n Since this application is in condition for allowance except for fornnal matters, prosecution as to the merits is 
closed in accordance with the practice m^ex Ex parte Quayle, 1935 CD. 11; 453 O.G. 213. 

Disposition of Claims >iA*^ 



aM Claimis) ^^-^^/ ^if . 



4a) Of the above, claim(s) 
5)0 Claim(s) 



6)K Claim(s) -f^ / -/C 

?)□ Claim(s) 1 



Is/are pending in the application. 
_ is/are withdrawn from consideration. 

is/are allowed. 

is/are rejected. 

is/are objected to. 



SjD Claims 



are subject to restriction and/or election requirement. 



Application Papers 

9)n The specification is objected to by the Examiner. 

^0)O The drawing(s) filed on is/are objected to by the Examiner. 

1 dD The proposed drawing correction filed on is: ajD approved b)0 disapproved. 

12) 0 The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

13) K Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d). 
alD All blD Some* c)K None of: 

1 . K Certified copies of the priority documents have been received. 

2, □ Certified copies of the priority documents have been received in Application No. 



3. K Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
*See the attached detailed Office action for a list of the certified copies not received. 

14)0 Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 119(e). 



1 8) Q Interview Summarv (PTO-41 3) Paper No(s). 



Attachment(s) 

1 5) ^ Notice of References Cited (PTO-892) 

16) d Notice of Draftsperson's Patent Drawing Review (PTO-948) 19) Notice of Informal Patent Application (PTO-1 52) 

17) ^ Information Disclosure Statennant(s) (PTO-1 449) Paper No(s). 3 20) □ Other: 



U. S. Patent and Trademark Office 

PTO-326 (Rev. 9-00} 
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DETAILED ACTION 
Priority 

Acknowledgment is made of applicant's claim for foreign priority based on an application 
filed in Europe on 28 January 1999. It is noted, however, that applicant has not filed a certified 
copy of the EP application as required by 35 U.S. C. 1 19(b), and no copy has been provided by 
the international search authority. 

Claim Objections 

Claims 7, 8 are objected to under 37 CFR 1.75(c), as being of improper dependent form 
for failing to fiirther limit the subject matter of a previous claim. Applicant is required to cancel 
the claim(s), or amend the claim(s) to place the claim(s) in proper dependent form, or rewrite the 
claim(s) in independent form. Claim 1 requires an antigen of a virus causing immune impairment. 
Claim 7 fails to further limit by specifying the antigen is part of a virus, and expands the scope by 
indicating hepatitis C virus, which is not a virus causing immune impairment. In both claims 7 and 
8, it is not clear if the claims mean only immune-impairing lentiviruses, or all lentiviruses. In the 
latter case, claims 7 and 8 expand rather than limit the scope of claim 1 . 

Claim Rejections - 35 USC §112 

Claims 1-13, 19-28 rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant regards 
as the invention. 
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Claims 1-2 are drawn to a product comprising two different vaccines for sequential 
administration, "For sequential administration" is an intended use. How does one distinguish the 
claimed product from an identical product that is intended for simultaneous administration? This 
affects dependent claims 3-13, 19-28. 

Regarding claims 7, 23, the phrase "preferably'* renders the claim indefinite because it is 
unclear whether the limitations following the phrase are part of the claimed invention. See MPEP 
§ 2173.05(d). 

Claim Rejections - 35 USC §102 
The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or 
on sale in this country, more than one year prior to the date of application for patent in the United States. 

Claims 1-14, 18-28 are rejected under 35 U.S.C. 102(b) as being clearly anticipated by 
Hanke et al. Although the reference may not explicitly discuss adjuvant function, TH type 
responses, and immunomodulatory genes, these are inherent features of the MVA vector and of 
the vaccine delivery methods used in the publication. 

Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in * 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
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.M to i„^U„ „^ ^"'-l '"I'M "»» p.«.,.>, P.„biU» stall 

U.S.C. 102(f) or (g) prior art under 35 U.S.C. 103(a). 

aain, .5i„eJec.ed„.,e.35U.S.C, <03(a).^i„,„„,„,„^^^,^ 

facie obvious, absent unexpected results. 

"'*""'°'^^^*''-'''>°*-eMone-..(.03,30S-a...^e 
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